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" . RESPONSE TO OFFICE ACTION . 

In response to the Office Action (restriction reqtiirement) mailed january 6, 2003, Applicants 
elect-for examination the invention of Group I, claims 32-40 and 50; and further elect for examination " 
the species where: 

(T) ^the-compound having vitatnin PP activity or prodrug thereof i^^nicotinamide, a compovmd^[^^tf " 
■^claim 32, fdt example] of formula V where b is 1, and R^, R26,-tfnd.R27 are ^ hydrogen; and _ 

(2) ie compound of formula I is N-[4-(l-benzoylpiperidih-4-yl)-but|^fl-3-(pyridin-3-7l)-ac^^^ ^ 
; compound [iee claim 38, for example] where^each of RKO, R2(0, R^Qfand R^O") is .^lydrogen, k is 0, A(0 is 

-CH=CH-, DO is -(CH2)4-, E is piperidin-4-yl, and G is l-benzoyl. 

Claims readable on the elected species are claims 32-36, 38-40, and 50. ^ ^ 

The restriction reqioirement is respeptfuUy traversed, howeverr - ~ - r " - 

The compound havingVitamin PP activity is defined both geneidcally^^dairn 32 and ^ 
subgenerically by Markush grp^p in claim 33; and the compound of formula I is de^ed by Markush- * 
group in claim 38. ^ ^ - - , 

With respect to the restriction requirement between Groups I - W, to the method claims;-these 
compounds have been restricted into four groups, depending on thejubstiments; but Applicants no te 
tiiat, for example, the compoiinds having vitamin PP activity of Group ILare simply heterocyclyl edaers 
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of the compounds^of formulae (II), (Ha), and^aib) wKete the homocydyl ethets are classified^^^^^^ 
I and the compounds of Group HI axe simply sugar ethers of the compounds of formulae (ll),<iia) ^ 
and aib) where the non-sugar ediers are classified in Group I [and yet the sugars are simpjy a speaai . 
case of the "tri-, tetra-, penta-^and hexavalent lineai, branched,. and cycUc alcohols with^to^lO catbon ; 
atoms" of claim' 33]. .Further, claims 32 'and 33 at least are linldng claims.with respect to the . 
compounds having Vitamin PP activity. z^- ^ _ _ . -^'^ 

" As set forth in MPEP 803.02rsecond paragraph, ^ ^ 

Since the decisions in Since the decisions mlnr^ Weber, 580 F.2d 455, 198 USPQ 328 (CCPA 
-1978) and In re Haas, 580 F.2d 461/198-USPQ 334 (CCPA 4978), it is impropei foiAe Office, tojiefuse to . 

evam ine that which -appUcants regard as their inveation, unless the subject matter i^ Tclaim ^^^^^ ^i^^ of jf^. ^ - 
"kl^^SSo^ HamisK 631 F.2d 716, 206 USRQ 300 (CCPA 1980); and Ex parte Ho^mrrT^h9Q:4xr'^ 
^d-^f?^p. & Int. 1984). Broadly, unity of invention exists where compounds included within a~ 
Markush group (1) share a^common utility and (2) share a substantial structural feature disclosed as being 
essential to thiat utility. ^ V. * " ' -* ' ; . 

The compounds having vitamin PP activity clearly share a cotnmbn utili^ (the vitamin PP 
activity itself), and share a substantial common feature disclosed as being essential to that activity, (all the 
compounds are based on a 3-pyridyl nucleus and are ,3-pyridyknetiaanois or their ethers, 

3-pyridylcarboxyktes [nicotinic acids], or 3-pyridylcarboxamides [nicotinamides], and^their N-oxide or _^ 
quateniary ammonium derivatives. ' * . ' V>j|r^p> f)£ j^)ftY |C^ 

Although the Examiner has not made a restriction requirement between the "varioi^ compounds,, - 
of formula I, instead asking only for an ^election of species. Applicants point put thatlthe compound? of 
formula I also share a common activity (they are disclosed as cancerostatic or immimo^uppressive; 

agents), and share a substantial common^ feature disclosed as being essentia to. that actiLyity (all tiie - _ 

compovinds are of the formula 



(I) 




"as defined in claim 38. . • 

* ^ Accordingly, Applicants submit that the restriction requirement, so phrased; is improper and ^ ... 

should be withdrawn. Furthermore, the Examiner has made no-showing of the necessity for restricticrn ^ . 
" (i.e. lifdue burden), merely ^-Issertion, and the restriction requirementis improper for.thatj:easpn also. * . 

Applicants agree, however, that the"Examiner inay require a provisional election of a-single'- ^ ^ ^ 
"species for examination on the merits to be-given effect if the generic or Markush claims^re found not *^ - ^ 
allowable, and the election made at the beginning of that.section is that election. \ ^-^ 

With respect to the restriction reqiairement between Groups I - IV and V, method claims, and 
composition claims, Apphcants respectfully submit that the compositions, of Group V are^linked to the ^ 
method claims by their activity, and respcctfiilly request that, should the method claims be narrowed ^ 
during examiiiation so that diere will be composition claims of a compound scope as ;great as the scope 
of the then-examined.method claims, diat composition claims then be examined with. method claibas 
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since the search for Hie compositions and mediods is likely " to be co-extensive so .that no additional 
effort on the part of the Office will be required. \- * ^ - 



Respectfully submitted. 





Derek P. FreybCTg 
Attorney for -Applicants 
Reg. No. 29,250 \ ' 
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Transmitted Herewith for filing in the above-entitled patent application are the foUowing: 
. " Response to Office Action (totaling, witii this Trahsmittal/4 pages). > 

No fee-is believed due for this response. Please charge any fees that may be required, to 
Deposit Account'No, 08-1641, referring to 25846-0003. ^ . " ~. ' 

Respectfully submitted, *Z ~ 
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